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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1 . 1 1 4, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.1 14, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 21 June 
2007 has been entered. 

Status of Claims 

2. Claims 2-4, 6-7 and 11-13 are amended in view of applicant's amendment filed 
16 May 2007. Claims 1 , 5 and 14 are canceled in view of applicant's amendment. New 
claims 15-19 are added. Claims 8-10 remain withdrawn from consideration. Therefore, 
claims 2-4, 6-7, 11-13 and 15-19 are currently under examination. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claim Rejections • 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
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the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 2-3, 6 and 1 1 are rejected under 35 U.S.C. 102(b) as anticipated by or, in 

the alternative, under 35 U.S.C. 103(a) as obvious over Lapluye et al. US 

5,156,892(Lapluye). 

Lapluye teaches applying a corrosion inhibiting solution to metal surfaces to form 
a protective coating(col. 1 lines 6-9 and col. 1 line 64 - col. 2 line 6). To test the 
effectiveness of the protective coating, Lapluye further teaches exposing treated and 
untreated metal surfaces to an atmosphere containing hydrogen sulfide and observe for 
metal surface color change(col. 3 lines 15-17). According to Lapluye, the untreated 
copper plate changes color entirely after 1 minute and the treated copper plate starts to 
change color after 1 32 minutes(col. 3 lines 21-23). Lapluye further teaches that the 
metal surfaces are first scoured by a treatment with chromic acid and rinsed with tap 
water and distilled water prior to the surface treatment(col. 2 lines 54-57). 

Regarding instant claims 2-3, 6 and 11, even though Lapluye does not explicitly 
teach that the untreated copper plate is cleaned and rinsed prior to being exposed to 
hydrogen sulfide, the examiner finds that the cleaning and the rinsing of the untreated 
copper plate to be inherently taking place in the testing process of Lapluye in order for 
the testing of treated and untreated copper surfaces to be carried out on equal footing 
and with more validity and accuracy. Or alternatively, one of ordinary skill in the art 
would have found it obvious to have also cleaned and rinsed the untreated copper 
surface prior to exposing it to hydrogen sulfide test in order for the testing of treated and 
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untreated copper surfaces to be carried out on equal footing and with more validity and 
accuracy. 

Therefore, the scouring of metal surface with chromic acid prior to surface 
treatment as taught by Lapluye reads on the claimed step of subjecting copper surface 
to a cleaning solution containing a corrosion inhibitor. Lapluye further teaches the 
claimed rinsing of copper surface. The testing step of exposing untreated copper 
surface to hydrogen sulfide containing atmosphere as taught by Lapluye reads on the 
claimed step of exposing the cleaned copper surface to an indicating reactant(i.e. 
hydrogen sulfide) that reacts with the copper surface to cause a visible color change 
within a predetermined period of time(i.e. 1 minute) to indicate the absence of corrosion 
inhibitor on the copper surface and to not cause a visible color change within a 
predetermined period of time to indicate the presence of corrosion inhibitor on the 
copper surface. In addition, the copper plate as taught by Lapluye reads on the 
claimed copper surface or copper coupon or test piece. 

6. Claims 12-13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Lapluye et al. US 5,156,892(Lapluye). 

The teachings of Lapluye are discussed in paragraph 5 above. 

Regarding claims 12-13, the untreated copper plate being exposed to hydrogen 
sulfide gas as taught by Lapluye reads on the claimed sacrificial copper couple or test 
piece as recited in claim 12. In addition, even though Lapluye does not explicitly teach 
the cleaning of a group or a batch of copper coupons or test pieces, one of ordinary skill 
in the art would have found it obvious to have cleaning and rinsed all copper pieces 
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used in the test(i.e. see example 7) of Lapluye together in a group or a batch prior to 
subjecting some of them to surface treatment and hydrogen sulfide gas exposure in 
order to save time and cost associated with cleaning metal pieces individually. 
Furthermore, Lapluye teaches subjecting an untreated copper plate to exposure of 
hydrogen sulfide, the examiner concludes that the claimed removing the sacrificial 
copper coupon or test piece from the group or batch of copper pieces to be also taking 
place in the process of Lapluye. 

7. Claims 4, 7 and 15-18 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Lapluye in view of Tadashi et al. JP 59-08391 3(Tadashi). 

The teachings of Lapluye are discussed in paragraphs 5-6 above. However, 
Lapluye does not teach how the hydrogen sulfide gas is formed. 

Tadashi teaches a tool for generating hydrogen sulfide(title). Tadashi further 
teaches that its hydrogen sulfide generator reacts acetic acid with sodium sulfide to 
produce hydrogen sulfide(abstract). In addition, Tadashi does not appear to have a 
temperature requirement for the reaction between acetic acid and sodium sulfide to 
occur. 

Regarding claims 4, 7 and 15-18, it would have been obvious to one of ordinary 
skill in the art to have incorporated the hydrogen sulfide generator of Tadashi into the 
process of Lapluye in order to provide sufficient hydrogen sulfide gas to the process of 
Lapluye to achieve proper corrosion inhibitor testing. In addition, since Tadashi does 
not have specific temperature requirement for the reaction between acetic acid and 
sodium sulfide, the examiner concludes, based on the broadest reasonable 
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interpretation, that the reaction of acetic acid and sodium sulfide as taught by Lapluye in 
view of Tadashi may occur at room temperature as claimed. Furthermore, even though 
Laptuye in view of Tadashi do not explicitly teach the claimed aqueous solution of 
sodium sulfide, one of ordinary skill in the art would have found the claimed sodium 
sulfide in deionized water obvious since it is deionized water is a popular solvent used 
in chemical reactions due to high quality of the water and the absence of impurities. 
8. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Lapluye 
in view of Slyke US 3,81 9,81 7(Slyke). 

The teachings of Lapluye are discussed in paragraphs 5-6 above. 

However, Lapluye does not explicitly teach the claimed formation of hydrogen 
sulfide by contacting the claimed citric, ascorbic, hydrochloric or sulfuric acid with an 
aqueous solution of sodium sulfide. 

Slyke teaches a process to produce hydrogen sulfide wherein sulfuric acid is 
added to sodium sulfide to liberate hydrogen sulfide from sodium sulfide(col. 3 lines 23- 
56). 

Therefore, one of ordinary skill in the art would have found it obvious to 
incorporate the hydrogen sulfide synthesis method as taught by Slyke into the process 
of Lapluye in order to produce hydrogen sulfide free of carbon dioxide as taught by 
Slyke(col. 1 lines 21-23). 

In addition, even though Slyke teaches that sodium sulfide in solids is discharged 
to the reaction chamber(col. 5 lines 44-45), Slyke also teaches that water is discharged 
into the reaction chamber as well(col. 5 lines 56-59). Therefore, the examiner 
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determines that the sulfuric acid is added to an aqueous solution of sodium sulfide as 
claimed. 

Response to Arguments 

9. Applicant's arguments filed 16 May 2007 have been fully considered but they are 
not persuasive. 

In the remarks, applicant argues that Lapluye does not teach the claimed visible 
color change within a predetermined time to show complete removal of any residual 
corrosion inhibitor on the copper surface after cleaning. Instead, Lapluye teaches No 
visible color change within a predetermined time to show retention of corrosion inhibitor. 

Lapluye teaches the concept of treating a copper surface with hydrogen sulfide 
gas to test the presence or the absence of a corrosion inhibitor on the copper surface. 
Color change or the lack thereof within a predetermined time period on copper surface 
due to the absence or presence of corrosion inhibitor is known in view of Lapluye. One 
of ordinary skill in the art would have known to use the hydrogen sulfide treatment test 
method as taught by Lapluye to indicate the presence or absence of a corrosion 
inhibitor with expected success in view of Lapluye's teaching. Therefore, the examiner 
does not consider applicant's argument persuasive. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lois Zheng whose telephone number is (571) 272-1248. 
The examiner can normally be reached on 8:30am - 5:00pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Roy King can be reached on (571) 272-1244. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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